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Re: 



Jwaiilese Patent Application No. 
Your Kef, \ 2OSS5-fi0O2 
Our Ref-^ JA^fiflgn? 



1-258623 



Dear Dr. Stulte: 



RECEIVED 

JAN 2 4 (996 

JONES & ASKEV- 



Thank you for yourj letter dt December 27. 1995 in respect 
TO the above Identljfled ease. 

i 

In reply to your InWry. we would inform you as follows. 
1. RepardlB^ Pase aj. Third Paragraph! 

I : 
♦ ^ A^^T .1' "^^^'^ paragraph of the Ensiish translation 
GXTea Dy the U.S. , EKaminer correaponda to pag-e 2, left 
upper coluDin. line* 3-B of the JP'494 and Its translation 
seems to be correct. We thlnls, however, that the 
Examiner's interppewixion on this portion le not 
Inadequate . : ' 

That is to s^y, on referrlnj? to only this portion 
(pa«e 3, third par^eraph) of the English translation, this 
portion le apt to Jje misleading that teaches that 

the action of eelluiase removes Ink from the fiber, and It 
would be obvious to the skilled artisan to use cellulase 
alone, if the delnkln^ action by cellulase alone Bivea 
sufficient delnlElns; results, and If .the additional expense 
of addlnt Ink retaoval chemicals la not desired" as 
mentioned by the Examiner. 

However, on paj^e 2, left upper fcolmnn. line 8 to rleht 
upper column, line :io of Jp-434 foilowlne to this portion 
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(page 3, third pttragraph of the English translation), there 
are deacrlptlong . starlne thit "Cellulase is known as an 
enzyme for Hydroxyzine: cellulose. Cellulose Is Inactivated 
In on alkali condition pH8 or mt>re- On the other hand, 
as a delnklng Ib performed In the alkali condition! 
cdnvenrional ceiltpias^ cannot use therefor. Moveverr In 
case alkali -reslgrant cellulase Is used, it le activatahle 
In the alkali condition. Therefore, If the delnklnff is 
performed by usfng- alkali-reeietant cellulase with a 
deinklnff a^ent (alkali), the delniing effect is improved 
due to the action of the enzyme". 

Thus, on referring to the reiference as a whole, we 
think that JP'494' diecloses only the use of the alkali- 
resistant cellulase with the conventional deinking acent. 

2, Respardlnff Paare First Whole Pat^agraph: 

Paffe 5, first; whole paragraph' of English translation 
cited by the V^Sj; Examiner corresponds to paice 2, left 
lower coluum, lines 13-15 of the JP*A94 and Its translation 
se^DB to be. correct- Wa thinks however, that the Examiner's 
Interpretation on this portion is n^t inadequate. 

That la to gay, referring^ to only the portion (page 5. 
tlrst whole paragraph) of the English translation, this 
portion Is apt tp be mial^dlng that "Alkall-restsiiant 
cellulase can be Independently. use<j aa on© step In the Ink 
removal process*' a6 mentioned by th^ Examiner. 

Please note, ; however, this portion is directed to 
explain a process :for deinklne by adding Alkali-resistant 
cellulate. That is, on paire 2, rly^t upper column* line 18 
to left lower coiumn, line 18, there are descriptions 
statins that "an alkall-reslatant cellulase treatment is 
performed by (i) addlngr alkali-resletant cellulase after 
the deinkine agent {alkali} Is applied or by <2) addlnc 
alkali-resistant pellulaso with the deinklng agent". 
Therefore, this portion is to be interpreted as "^the 
alkall-reeistant ocimiase treatnent" by adding alkali- 
resistant cellulase In accordance with the above steps (l) 
and (2) nay be independently peri'ormed as one step. In 
other words* this portion is directed to the process 
according to exami^le 3. In the example 3. the process 
comprises the steps of adding KaOH» nonioplc surfactant and 
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alkall-r eslstant cellulase to vraste paper to disaggregate 
and, thQAi drinking by adding HsCh and fiodlum silicate as a 
further step. Therefore, this porrlon is not directed to 
Ghow that alkali •^resistant cellulase alone Is used In the 
deinklBg treatment. 

As mentioned above, wa think that toaebefi tb^ nee of 

enssyme as an enhancer to be used in addition to 
conventional ^deinklne agents. Furthermore, we think that 
enzyme tnay bo iadded concurrently with conventional 
deinking agents, : or as a further step in addition to 
conventional deii^ng agent© in the treatment of waste 
paper. 

In this connection, under our practice, the clt^d reference 
should be read wi-thin the description of the speeif ication, 
clalme and drawings thereof. In other words. the 
prosecution history should not be: considered. Therefore, 
we did not review' the proeeentlon history of JP'434 at the 
present etage* 

We trust that the! above laforination 1b sufficient for your 
needs. Should you require any further information, please 
do not hesitate to write us. 

We will' send you our debit note with a confirmation of this 
letter by airmail. 



Yours very truly. 



MIYOSHl 8. MIYOSHI 




KT/yn 



Koulchlro Takaku 
Patent Attorney 



End; Debit Note (by airmail) 
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